SCHWEIZERISCHE LANDESGRUPPE - ANDERUNG VON PATENTANSPRUCHEN NACH DER ERTEILUNG

aussetzung, dass die Lehre, die durch
den eingeschrinkten Anspruch defi-
niert wird, bereits in den urspriing-
lichen Anmeldeuntetlagen als Erfin-
dung offenbart war.

4. Sollte ein Unterschied zwi-
schen Rechtsmitteln beste-
hen, die Patentinhabern /
Dritten zur Verfiigung ste-
hen, und/ oder den materiel-
len Bedingungen, die Patent-
inhaber / Dritte erfiillen miis-
sen, um eine Anderung nach
Erteilung zuzulassen?

Fiir die schweizerische Gruppe der
AIPPI erscheint es nicht als zwin-
gend, dass Patentinhabern und Drit-
ten unterschiedliche Rechtsmittel
(Rechtsmittel hier verstanden als
von der Rechtsordnung zur Verfii-
gung gestelltes Verfahren zur Durch-

setzung von Rechten, und nicht als
Verfahren zur Anfechtung eines
Entscheides einer unteren Instanz)
zur Verfligung gestellt werden. Aller-
dings ist die schweizerische Gruppe
der AIPPI der Ansicht, dass den Pa-
tentinhabern jedenfalls ein Admini-
strativverfahren offen stehen sollte.
Die materiellen Voraussetzun-
gen fiir eine Anderung nach FEr-
teilung miissen nach Ansicht der
schweizerischen Gruppe der AIPPI
unabhingig davon, wer die Ande-

rung beantragt, dieselben sein.

5. Was sollten die Folgen fiir die
Haftung wegen Patentver-
letzung Dritter sein, wenn
Patentanspriiche nach Ertei-
lung geiindert werden?

Nach Ansicht der schweizerischen
Gruppe der AIPPI sollten Anderun-

gen von Patentanspriichen post Er-
teilung einerseits gegeniiber jeder-
mann, also erga omnes, und anderer-
seits auch fiir die Vergangenheit, also
ex tunc, wirken.

6. Hat Ihre Gruppe irgendwel-
che anderen Gesichtspunkte
oder Vorschlige zur Harmo-
nisierung in diesem Bereich?

Nein.

Contracts regarding Intellectual Property Rights (assignments
and licenses) and third parties (Q 190)

Report of Swiss Group*

1. What forms of property right
do IP rights take in your

In Switzerland IP rights are con-
sidered to constitute full property
rights. They are rights in rem, i.e. IP
rights or rights on intangible assets.
They give their owner the full power
to exploit them in any possible way:
to sell them, to license them, to
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pledge them, to pass them on by in-
heritance or by any other means of
disposal.

2. Is it required to register an
assignment or licence of IP
rights in order for it to be
effective a) between the
parties and b) against third
parties?

Under Swiss law a license agreement
is a contract sui generis, which is
ruled by the general rules of the
Code of obligations (CO).

The license agreement deploys
full effect between the parties with-
out any registration. However, in or-
der to have a license taken into con-
sideration by third parties, it must be
registered with the federal office in
charge of registration (for all regis-
trable IP rights this office is the Fed-
eral Institute for Intellectual Prop-
erty in Bern).

The law requires a written con-
tract only for the assignment of
trademarks, patents and designs.

Assignments of copyrights are
effective even without written con-
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tracts and as there is no copyright
register, no registration of the assign-
ment is possible.

For the registration of licence
on registered IP, a written state-
ment of the IP owner confirming
the existence of the licence is re-
quested.

3. Does the a) exclusive and b)
non-exclusive licensee of an
IP right have a right to bring
proceedings for infringement,
and if so, what conditions
must be satisfied for right to
arise?

As a general rule, only exclusive li-
censees may bring proceedings for
infringement and this only if this
power is expressly stated in the li-
cense agreement and that it results
furthermore from the license agree-
ment that the parties really in-
tended to give such power to the
licensee (Supreme Court decision of
18 December 1998, sic! 1999,
447).

In the recent past however,
there is a tendency to grant the ex-
clusive licensee an eo ipso right to
sue for infringement. The new law
on designs grants this right in article
35, n° 4. The revised patent law,
which will enter into force in 2006
or 2007 will contain the same dispo-
sition.,

4. Isalicence transferable a) by
the licensor and b) by the

licensee?

A license agreement creates duties in
personam and must be personally
fulfilled by the licensee. Unless
expressly stipulated in the license
agreement, licensee may not grant
sub-licenses (unless it results from
the nature of the license agreement
that such sub-licenses are inevitable
and have been planned from the very
beginning) or otherwise assign the
rights licensed to him.

If the license is non-exclusive,
then the licensor may obviously
grant other licenses. If it is exclusive,
he may not.

5. What is the effect on an
assignment or licence of the
invalidity of the underlying
IP righe?

If any underlying IP right is invalid,
then the license agreement is or be-
comes invalid as of the date of the
invalidity. Under Swiss law it is con-
sidered that the agreement is null
and void due to its impossible con-
tent, i.e. it can no more be fulfilled
(CO, art. 20, no 1). However, this
only applies to license agreements
which depend fully on the validity of
the registered right. In patent license
agreements the know-how part of
the license may be more important
than the patent part of it and there-
fore the license may still be valid for
the know-how part.

The assignment of an IP right
does as a principle not touch the li-
cense agreement. The licensor may
not transfer the IP right to a third
party without informing this third
party of the existence of the license
agreement. If he does not inform the
third party, then he violates his
obligations under the license agree-
ment and also acts in bad faith under
the assignment agreement. If the
license has been entered into the
register the assignee is obliged by
law to continue the license agree-
ment.

6. Can IP rights be used to pro-
vide security? If so what for-
malities are required?

As already stated, IP rights can be
pledged or assigned for security pur-
poses.

Such assignment or pledging
must be entered into the register
in order to be binding on third par-
ties.

7. Does the bankruptcy law ex-
plicitly provide for the effect
of bankruptcy on IP rights
and contracts concerning
them?

The bankruptcy law does not deal
explicitly with IP rights. The general
rules are applicable. In the event of
bankruptcy, the total assets of the
debtor including his IP rights form a
sole mass (bankruptcy law, art. 197,
no 1).

Art. 211 of the bankruptcy law
can have a considerable impact on li-
cense agreements, as it provides for
the conversion of contractual claims
into monetary claims of correspond-
ing value. Practically this often leads
to a termination of the contract.
However, the administration of the
bankrupt estate (a function similar to
the receiver in Anglo-Saxon systems)
is given the choice to prevent conver-
sion by fulfilling a synallagmatic con-
tract. So if the owner and licensor of
IP rights falls into bankruptcy, nor-
mally the licensee would lose his
rights under the license as these are
conversed into a monetary claim. If
however, the administration of the
bankrupt estate chooses to fulfil the
license contract, the contract remains
in force under its original terms.

If the administration of the
bankrupt estate decides to fulfil the
license contract and then sells the IP
right to a third party, authors have
suggested that the third party ac-
quires the IP right together with all
the obligations resulting from the
licenses granted. Thus the new
owner would be bound by the li-
cense agreement. There is no case
law on this question however.

Art. 82-83 CO grant the credi-
tor the possibility to hold back his
own contribution in the event of in-
solvency of the other contractual
party. If the licensor becomes bank-
rupt, then the licensee may retain li-
cense fee payments, except if there is
sufficient surety that he can continue
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to exploit the licensed rights as be-
fore the bankruptcy. If the licensee
goes bankrupt, then the licensor may
forbid him to use the licensed rights,
unless the licensee, i.e. the appointed
executor, gives sureties that the li-
cense fees will continue to be paid.

8. Do all intellectual property
rights form part of a
bankruptcy, or are some
exempted?

The registered rights form part of the
bankruptcy. Copyright protected ob-
jects can be drawn into the bank-
ruptcy. The work of art as such can
only fall into the mass if it has been
published (copyright law, art. 18) and
only to the extent the copyright
owner has already exercised his rights.
With regard to inventions or to
designs, the Supreme Court is of the
opinion that an invention, as long as
it is still secret and does not form part
of a registered patent, cannot be sub-
ject to forced execution or cannot be
pledged (Supreme Court 75 III 89).
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Certain authors are of the opin-
ibn that technical secrets, as well as
mon-registered trademarks, can be
pledeed and can be the object of an
giisBlvency procedure (K. TROLLER,
Grundziige des schweizerischen Im-
materialgiiterrechts, second edition,
page 308 ff.).

9. What is the effect of the

* insolvency or bankruptcy of
the licensor and the licensee
on a contract regarding
intellectual property?

@) Does one party have a right to
V1! - terminate on the insolvency of
the other?

See answers ad 7 above.

Ul

b)  Can the insolvent party assign
the rights concerned?

Since a party to a license agreement
sléy not assign the rights if this is
Bt expressly stipulated in the con-
et it is obvious that in the case of

thsolvency it cannot do so cither. If
Ty

assignment is expressly allowed, it
has to be considered that bankruptcy
law restricts the bankrupt party’s ca-
pacity to dispose of its assets. As li-
cense agreements constitute assets,
only the administration of the bank-
rupt estate can assign the rights.

¢) What effect do express contrac-
tual terms have in this situation?

If the contract contains express stip-
ulations for the case of insolvency,
then these stipulations will be ap-
plicable. However, they only bind
the parties. A third creditor may not
have to take those stipulations into
consideration, unless they would be
expressly entered into the register.

10. Is there any statutory or
other protection for a licensee/
licensor in the event of the
insolvency of a licensor/
licensee?

See answers ad 7 above.



